Printed by EAST 



UserlD: FPrats 

Computer: WS06815 

Date: 01/30/2001 

Time: 07:59 



Document Listing 



Document Image pages Text pages Error pages 

WO 9803630 A1 1 0 0 

Total 1 0 0 



2131.01 Multiple Reference 35 U.S.C. 102 Rejections 

Normally, only one reference should be used in making a rejection under 35 U.S.C. 102. 
However, a 35 U.S.C. 102 rejection over multiple references has been held to be proper 
when the extra references are cited to: 

(A) Prove the primary reference contains an "enabled disclosure; " 

(B) Explain the meaning of a term used in the primary reference; or 

(C) Show that a characteristic not disclosed in the reference is inherent. 



m. TO SHOW THAT A CHARACTERISTIC NOT DISCLOSED IN THE 
REFERENCE IS INHERENT 



Extra Reference or Evidence Can Be Used To Show an Inherent Characteristic of the 
Thing Taught by the Primary Reference 

'To serve as an anticipation when the reference is silent about the asserted inherent 
characteristic, such gap in the reference may be filled with recourse to extrinsic evidence. 
Such evidence must make clear that the missing descriptive matter is necessarily present in 
the thing described in the reference, and that it would be so recognized by persons of 
ordinary skill." Continental Can Co. USA v. Monsanto Co., 948 F.2d 1264, 1268, 20 
USPQ2d 1746, 1749(Fed. Cir. 1 99 l)(The court went onto explain that "this modest 
flexibility in the rule that anticipation' requires that every element of the claims appear in a 
single reference accommodates situations in which the common knowledge of 
technologists is not recorded in the reference; that is, where technological facts are 
known to those in the field of the invention, albeit not known to judges." 948 F.2d at 
1268, 20 USPQ at 1749-50.). Note that as long as there is evidence of record 
establishing inherency, failure of those skilled in the art to contemporaneously recognize 
an inherent property, function or ingredient of a prior art reference does not preclude a 
fadmgofmticipation. Atlas Powder Co. v. IRECO, Inc., 190F.3d 1342, 1349, 51 
USPQ2d 1943, 1948 (Fed. Cir. 1999) (Two prior art references disclosed blasting 
compositions containing water-in-oil emulsions with identical ingredients to those claimed, 
in overlapping ranges with the claimed composition. The only element of the claims 
arguably not present in the prior art compositions was "sufficient aeration . . . entrapped 
to enhance sensitivity to a substantial degree." The Federal Circuit found that the 
emulsions described in both references would inevitably and inherently have "sufficient 
aeration" to sensitize the compound in the claimed ranges based on the evidence of 
record (including test data and expert testimony). This finding of inherency was not 
defeated by the feet that one of the references taught away from air entrapment or 
purposeful aeratioa). See also/« re King, 801 F.2d 1324, 1327, 231 USPQ 136, 139 
(Fed. Cir. 1986); Titanium Metals Corp. v. Banner, 778 F.2d 775, 782, 227 USPQ 
773, 778 (Fed. Cir. 1985). See MPEP § 2112- § 2112.02 for case law on 
inherency. Also note that the critical date of extrinsic evidence showing a universal fact 
need not antedate the filing date. See MPEP §2124. 



